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DETAILED ACTION 

1. PCT/JPOO/05779 was published as WO 01/16219 on 8 March 2001, and subsequently as 
USPN 6559195 to Yamamoto. USPN 6559195 has been used as an English language equivalent 
of WO 01/16219, and portions relied upon are cited in the '195 patent. The reference WO 
01/16219 is available under 35 USC 102(b). A translation is included with this action. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamamoto 
(WO 01/16219 with USPN 6559195 as the English language equivalent) in view of Shirato 
(USPN 6090479). As to Claim 1, Yamamoto teaches a process of producing porous films 
comprising the steps of melt kneading a composition comprising a polyolefm resin (5: 15-22), a 
thermoplastic elastomer (3:34-40) and a solvent (4:63); extruding and cooling the melt kneaded 
material into a sheet molding (5:22-38); rolling the sheet molding (5:31); and stretching and 
desolvating the rolled sheet molding (5:31-37, 5:39-56). Applicant conceded these teachings in 
the 2 May 2006 reply. Additionally, Yamamoto teaches heat pressing (9:28-29) by rolling (5:30- 
31) and a compression ratio of 6 or more (3 mm/0.5 mm = 6, see 5:22-28, Yamamoto teaches 
ratios of 0.5 to 40). 
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Yamamoto appears to be silent to: 

a) the cold pressurizing after the rolling of the sheet molding 

b) a the limitation that rolling is carried out under a condition such that the sheet molding after 
rolling has an elastic recovery rate as calculated by the following equation (1) of 20% or less: 
Elastic recovery rate % = 100 * (t - tO)/tO, Wherein tO represents a minimum clearance of a sheet 
rolling section in the rolling, and t represents a sheet thickness in the elastic recovery state after 
pressure release. 

c) a rolling coefficient which is 5 or more when the rolling coefficient is calculated by 
multiplying the rolling ratio times the rolling time. 

However, these aspects would have been inherent or prima facie obvious for the 
following reasons: 

a) Shirato teaches (Fig. 1) a step of heating and a step of cooling between belts (C in Fig. 1), 
which is interpreted to be a cold pressurizing after the rolling. 

b) Firstly, note that the reference teaches all of the claimed ingredients, process steps, and 
process conditions, and thus the claimed effects and physical properties would inherently be 
achieved by carrying out the disclosed process. If it is Applicant's position that this would not 
be the case: (1) evidence would need to be presented to support that position; and (2) it would be 
the Examiner's position that the application contains inadequate disclosure in that there is no 
teaching as to how to obtain the claimed properties and effects by carrying out only these steps. 

Secondly, Yamamoto teaches measurement of the shrinkage ratio, (R) = 100 * (PO - 
P1)/P0 wherein PO is a number of picture elements before shrinkage and PI is the number of 
picture elements after shrinkage (See 8:59-9:8). In the Examiner's interpretation, PO and PI * 
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pertain to numbers of units of area measured before and after shrinkage. Yamamoto therefore 
teaches it is known to measure area before and after shrinkage and to achieve shrinkage ratios or 
rates of as little as 9 to 10% (Table 1, column 12), and that this rate or ratio pertains to elastic 
recovery after pressure release. 

Thirdly, Yamamoto clearly desires a low level of shrinkage and discloses minimizing 
heat shrinkage by thermal treatment (7:20-22) or crosslinking (5:63). The Examiner asserts that 
because Yamamoto teaches methods for minimizing shrinkage and that lower levels are 
generally more desirable (Table 1, column 12 and 7:27-29), that the ratio or rate of shrinkage 
represents a result-effective variable that the ordinary artisan would have found it prima facie 
obvious to optimize the to the most desirable level, namely to a value of zero shrinkage, using 
the techniques suggested by Yamamoto. Doing so would have obviously or implicitly achieved 
the same recovery rate as that sought in the instant invention. 

c) Shirato teaches that times longer than 1 minute are required for pressing (28:60-63) are 
required to achieve a thickness of 10 mm (28:63, also see Yamamoto 5:24-28). 

It would have been prima facie obvious to one of ordinary skill in the art at the time of 
the invention to incorporate the method of Shirato into that of Yamamoto because Yamamoto 
suggests an extruder (5:15-22), heat pressing (5:24-27) of a film containing polyolefins (3:47-63) 
and pentane (5:46), and rolling methods which stretch vertically and horizontally (5:30-38), and 
Shirato provides an extruder (6:36-44), heat pressing (8:23-35) of a film containing polyolefins 
(2:42-3:20, 6:18-22) and pentane (3:31), and rolling methods which would stretch vertically and 
horizontally (Fig. 1). As to Claims 3 and 4, Shirato teaches rolling continuously carried out by 
a double beh pressure roller type pressing machine (Fig. 1). Shirato's Fig. 1 shows one belt 
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pressing machine as recited in Claim 4. As to Claim 5, Yamamoto teaches heated compression 
within the claimed temperature range (See melting points of 132 C and 144 C in 9:15-19 and 
heat pressing at 1 15 C in 9:29-30). Shirato teaches cold pressurizing (Fig. 1, C) of a mixture 
including pentane (4:10-15), and that the cooling temperature is set below the boiling point of the 
solvent, such as pentane (8:40-45) which is inherently 40 C or lower. Also see the Examples of 
Shirato for other experimental conditions. As to Claim 6, Yamamoto teaches a composition 
comprising a crosslinkable, double bond-containing, thermoplastic elastomer (2:67, 3:34-40, 
3:60-63, 6:1-4). Shirato also provides teaching of cross linking. As to Claim 7, this intended 
use limitation does not materially affect the claimed process, and therefore should not been given 
patentable weight. However, Yamamoto clearly teaches battery separators (column 1). 



Response to Arguments 
3. Applicants arguments filed 18 January 2007 have been fully considered but they are not 
persuasive or are moot in view of the new grounds of rejection above. The arguments appear to 
be on the following grounds: 

a) The shrinkage rate is not inherent. 

b) Pressing time is not a result-effective variable. 

c) The comparison between Example 3 and Comparative Example 2 shows unexpected results. 

d) Yamamoto teaches cooling before the heat-pressing, and does not teach the claimed step, 
cooling after rolling, and does not teach the cold pressurizing after heat rolling. 
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4. These arguments are not persuasive for the following reasons: 

a) The Examiner maintains the positions set forth previously with regard to the shrinkage rate. 
Those positions are repeated in the rejection of Claim 1. Additionally, Yamamoto suggests to 
minimize the shrinkage "rate" and the Examiner asserts that shrinkage therefore represents a 
result effective variable which would be optimized, resulting in a minimum shrinkage. 

b) The new reference to Shirato is presented to better address the new limitation to Claim 1 and 
the limitations of Claim 2 incorporated into Claim 1. Yamamoto teaches rolling ratios of at least 
6 (see the rejection above), and as high as 40 (20/0.5). The only process variable with regard to 
the rolling that is not taught explicitly is the particular time that the pressure is acting. The 
Examiner asserts that the pressing time is a result effective variable that one would optimize for 
the reasons set forth previously, but additionally Shirato teaches particular pressing times that 
read on the claimed invention in combination with Yamamoto. 

c) The comparison between Example 3 and Comparative Example 2 is noted. If it is Applicant's 
position that the rolling ratio provides the needle penetration strength which is asserted to be 
unexpected regardless of the rolling time (which is required to calculate the rolling coefficient), 
then it would be the Examiner's position that by providing the same rolling coefficient, 
Yamamoto would also render obvious the particular rolling coefficient. 

d) The cold pressurizing in Claim 1 is new, however, Shirato teaches a step of cold pressurizing 
in the claimed order. The rejection above provides the claimed element. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Daniels whose telephone number is (571) 272-2450. 
The examiner can normally be reached on Monday - Friday, 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on (571) 272-1 176. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



MJD 4/2/07 
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